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Attorney's Docket No. 027556-430 


IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

In re Reissue Patent Application of 


Group Art Unit: 2746 


Examiner: E. Urban 


U.S. Patent No. 5,109,528 to 

Jan-Erik UDDENFELDT et al. 

Serial No.: 08/938,840 

Filed: September 26, 1997 

For: HANDOVER METHOD FOR 
MOBILE RADIO SYSTEM 


NOTICE REGARDING LITIGATION 

Assistant Commissioner for Patents 
Washington, D.C. 20231 

Sir: 

Pursuant to M.P.E.P. § 1442.04 and 37 C.F.R. § 1.56, please note that the above- 
identified patent is involved in litigation. Specifically, this patent is involved in litigation 
in the Northern District of Texas, Docket No. 96 cv 3373 and in the Northern District of 
California, Docket No. C96-2074. The enclosed documents highlight the defenses of 
which the undersigned is aware which have been raised in the former litigation and which 
are related to the validity of the patent. Other documents associated with alleged non- 
infringement are not included herewith, because the undersigned has been inl'ormed that 
these documents have been (retroactively) placed under seal by the Court. These 
documents, however, were submitted (apparently before being placed under seal) in a 
related reissue prosecution application. Serial No. 08/136,760 filed October 23, 1993 for 


Reissue Patent Application of U.S. Patent No, 5,109,528 
Attorney's Docket No. 027556-430 


"Cellular Digital Mobile Radio System And Method Of Transmitting Information In A 
Digital Cellular Mobile Radio System" issued to Jan-Erik Uddenfeldt et al. 

The Examiner is invited to review the documents in the related application. At this 
point, the undersigned is not aware of additional defenses having been raised in this 
litigation alleging any charges of fraud or inequitable conduct, or any other details and 
documents, other than those already submitted in an Information Disclosure Statement, 
associated with the litigation that could be considered "material to patentability" pursuant 
to 37C.F.R. § 1.56. 

No fees are believed to be due by submission of this document. If, hciwever, fees 
are needed the Commissioner is hereby authorized to charge any such fees to Deposit 
Account No. 02-4800. This paper is submitted in triplicate. 


Respectfully submitted, 


Burns, Doane, Swfxker & Mathis, l.l.p. 



Steven M. du Bois 
Registration No. 35,023 


Post Office Box 1404 
Alexandria, Virginia 22313-1404 
(703) 836-6620 


Date: August 24, 1998 
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IN THE UNITED STATES DISTRICT COURT 
FOR THE NORTHERN DISTRICT OF TEXAS 
DALLAS DIVISION 


ERICSSON INC. and TELEFONAKTIEBOLAOET 
LM ERICSSON, 

Plaintiff, 


V. 


No. 3.96CV3373-P 


QUALCOMM PERSONAL ELECTRONICS. 
Defendant 

miALCOMM PERSONAL ELECTRONICS' SECOND SUPPLEM^AL RISSPONSE 
QUALCOMM ^^J^^^^^, ^RCT SET OF INTERROGATORIES 

PuTJoantto Fedcnd Rule of avU Piocedure 33 and m c^^ 
KapWs Maich 2. 1998 order. Defendant Qunlcomm Persona! Ekctronics CQPE") pn.vides 
these «q.ple»ental responses to the First Set of Intenogatories served by plaintiffi I5ric«on Inc. 
and Telcfonakticbolaget LM Ericsson (coUectivdy "Ericsson"). In supplccnenting ite responses 
to these inlenogatorics, QPE incorporates by refeience 
iniem>gatorics in Its initial responses dated May 14, 1997. 


1. 


Interrogatory No, 3: 

For <»ch Claim of each of the Ericsson Patents in Suit vvhich Qualc(»rom contends is 
Invalid under 35 U.S.C. §§ lOl. 102, or U2. as pleaded in part by Qualcoinm iix Paingiaph 15 of 
Its Answer (Restated) and Paragraph 4 of Qualcomm's Amended DecU^ty Judgment 
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f 


Couiktcfclaim, state each and every fact supporting the grounds for such pleadings and identify 

all prior art supporting these contentions. 

Second Supplemental Response To Interrogatory No. 3: 

In addition to QPE's General Objections, QPE objects to this inteirogatory on the 
grounds that it is overbroad and unduly burdensome. Ericsson to date has identified only one 
claim of each patent in suit as allegedly infringed by QPE. Thus, this interrogau>ry needlessly 
requires QPE to address a large number of claims that Ericsson has not placed in issue. 
Moreover, the infonnation sought by this btenogatory Is premature. This is because, bter alig. 
the validity or invalidity of a patent claim c element of a claim depends ^tpm the interpretaiion 
diac is afforded such claim or claim element Thus, die invalidity analyses sought are tentative 
and incomplete in that they do not have the benefit of die final cbum uterpretations by the Court 
or ttw benefit of Ericsson's alleged claim interpretations due to Ericssm's refusal to fiimi^ such 
i n tc^giet a tions. Furrfiermore, Ericsson has fidled to produce evidence of conception of the 
alleged inventions or evidence of diligence in redudng the alleged inventions to practice. 
Consequently, widiout such production, QPE cannot at present fix the dates whicli are relevant m 
determining the scope and contem of the prior art--fl necessary prerequisite for establisMng 
uxvaMty under certain provisions of section 102. In addition, QPE's validity investigations are 
ongoing and QPE is continuing to receive and evaluate additional prior art that may be relevant 
to the invalidity or unenforceability of the patent claims in issue. Finally, (ffE's ability to 
establish its best mode defenses under section 1 12 are dependent on Ericsson's wmpUance with 
orders compelling Ericsson to produce its CDMA and TDMA source code— orders that Ericsson 
is refiisuig to comply -mth while such orders are being scaled. 
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Subject to QPE's general and specific objccuons, and subject to QPE's res<!rvation of the 
right to supplement and modify its responses as additional infonnation and analyshi is conducted, 
QPE wiU provide such information responsive to this interrogatory as has b<«n tentatively 
determined to date, with respect to those claims which Ericsson has expressly i<lentificd in Its 
responses to QPE's first set of intcrrogaiorics. Accordingly, QPE reserves tb: right to add 
addMonal invalidity arguments, whether based on prior art or based on the failure of the patents 
to comply with section 1 12, should Ericsson identify additional claims aUegcdly Infringed by the 
QPE Accused Products. Based upon information currently available, QPE incorporates its prior 
responses and supplements its responses as follows: 
p>f«.tg.lft».«^ i y fC««im 4^ mad Plteot 5,3^7.^77 (< ?l«i"l.ai 

Under a proper claim interpcctaiion, the QPE Accused Products do not infringe the *528 
or '577 patents. Indeed, as properly construed, the *S28 and *577 claims do not nad on the QPE 
Accused Products, the IS-95 standard, or any CDMA method or system, as discussed in QPE's 
responses to Interrogatory No. I. Should the Court adopt QPE's claim interpretation, QPE need 
not go forward with its invalidity allegations, 

QPE's invaKdity cowtctdaims and defenses, like QPE's noninfringement defenses, 
necessarily depeivi on the scope of the claims. Depending upon the claim cons(xuction adopted 
by the Court, the claims wiU be cither (I) not infringed, (2) invaUd, or (3) both. In aU 
likelihood, QPE WiU not be required to demonstrtie that the claims are invaUd If the Court has 
already held that QPE does not infringe. Thus, if the Court determines the proper scope of the 
claims before it addresses vaUdity. the Court may not need to consider QPE's invalidity 
defenses* 

As of ttic date of these responses, QPE and Qualcomm Cm a V^^^ ^^'^^"^ •^^'^ ^ 
■ Marshall, Texas) have asked Ericsson to explain its claim interpretation w that QPE and 
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Qualconun may undctstand Ericsson's allegations, focus on the areas of <Usagreenient, and icfbe 
and nanow the noninfiingcmcnt and invalidity disputes. Unfortunately, Ericsson has refused to 
explain what its dupUcaUvc lawsuits aie about, in spite Court otdcrs compeUing it d<» so in the 
Marshall litigation. 

As a consequence, QPE must necessarily guess at Ericsson's claim interpretation in order 
to respond to this intcnogatoiy. QPE therefore reiterates its general objection that i(: is unduly 
burdensome to require QPE to apply Ac prior art against a claim interpretation tb* Ericsson 
refuses to disclose. Notwithstanding the foregoing, QPFs invalidity defenses were plead in 
good feith and based upon prior «t, which QPE has already disclosed to Ericsson and which 
Wd support an invaUdity defense against apparent claim interpretations Ericsson might 
pmposc. QPE has already specifically identified the foUowing prior art as supporting hs 
invalidity defenses regarfing claim 4 of the »528 patent and daim 7 of &c *577 pi«ent: U.S. 
PatentNos,.4,596,042,4.6W60,4,718,()Sl.4.723,266;4^74>78/#^^^^ 

as lapanesc Patent Abstract, VoL 9. No. 169 (E.328),CPO^Ucation No.^74857i and 
two article by Beihardt entitled -tOser Acc^B in Portrf)klU^^ aad '^F^^onnance 

ofMacioscopicDiversltyinUmvetsalDigitalPOrtableRa^^ AlthoughQPE 
camiot provide a detailed analysis until Ericsson provides Its daim constnictiod, QPE believes 
that this prior art disdoses systems that expressly Of Inheretitly p^ 
is now attempting to assert against QPE. In addition, QPE identifies the following prior art 
supporting invaHdity defenses to the unknown, but apparently broad, claim construction that 
Ericsson may espouse: U.S. Patent Nos. 4,112,257. 4,698.839 and 4.856.048/ ancl two «ticles 
by Nakajima ct «l. entitled "Advanced Mobile Communication Network Based on Signaling 
System No, T.** 
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ms additionaJ prior ait discteses, cither expressly or inheteittly, syataa in which 
muitipk base stations traimnit to a single mobile station. Once Ericsson commits to a claim 
interpretation, QPE will supplement its analysis and will then provide a more detaUed 
explanation of how Ericsson's interpretation would render the clauns invalid in Ught of this prior 
ait In addition, once Ericsson commits to a claim inteipretation. QPE may be able to idetitify 
additional prior art that invalidates the claims, at least as Ericsson construes them. 

Finally, nothmg in the specification or drawings supports Ericsson's apparent 
interpretation that the claims cover spread spectnun technology, much less code-division 
multiple access rCDMA*0 technology. QPE has scrutinized the specification and drawings and 
b unable to find any disclosure whatsoever supporting Ericsson*s apparent interpretation or 
mentioaing COMA systems and methods. Thus, to the extent diat Ericsson Is succcssfiil in 
coavindng the Court that the claims should be inlftrpfeted as covering CDMA systems, the 
written description appears to be inadequate under section 112 since there is no written 
description of a method for piactidng ODMA or spread spectium technology. Furtfaermoie. 
Ericsson's undisclosed, but iq)parently broad interpreiation would render Ae claims invalid under 
section 1 12 for £ulurc to claim what tiie applicant regards as his invention. 

Under a proper claim imetpretation. the QPE Accused Products do not bfiinge the *108 
patent Indeed, as fmperly consccued, the ' 108 claims do not read on tiie QPE Accused Products, 
the IS-9S standard, or any CDMA method or system, as discussed In QPE*8 lesponses to 
Intenogatoiy No. 1. Should the Court adopt QPE's claim interpretation. QPE need not go 
forward with its invalidity allegations. 
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As of the date of these rtsponses, QPE and Qualcomm (in a parallel, first-filed action in 
Marshall, Texas) have asked Eriesson to explain its claim inteipretation so that QPE and 
Quaicoomi may understand Eric^n^s allegations, focus on the areas of disagreem mt, and refine 
and narrow the noninfiingement and invalidity disputes. Unfortunately, Ericsson has refused to 
explain v/hst iu duplicative lawsuits are about, in spite Court orders compelling it do so in the 
Marshall litigation* 

As a consequence, QPE must necessarily guess at Ericsson's claim interpretlation in order 
to respond to this interrogatory. QPE therefore reiterates its general objection tbit it is unduly 
burdensome to require QPE to apply tiie p-^or art against a claim interpretation that Ericsson 
refuses to disclose* Notwithstanding the foregoing, QPE^s invalidity defenses ^vcie plead in 
good £sdth and based upon prior axt, which QPE has ah^y disclosed to Erics$<7n and yAikh 
would support an invalidity defense against apparent claim interpretations Bicsson might 
propose. QPE has alreacfy specifically identified the following pricnr art as supportii^ its 
invalidity defenses regarding claim 1 of tiie M08 patent: Patent Nos, 4^;g(M, 4^5;S14, 
4)^83332, 4§i6^7, 4,«75;863. 4^96,051, ^^696,052, 4J18;109, ^|9,0SU «s weU as EPO 
AppUcatiottNos*l«»731, 72479, 72984, 2J48S7, FRG AppUcation No.|3Q2242S, a)3d Articles by 
flAitl^ Heyntach, S^emall and Heft cited m QPE*s suf^lcmental responses. /Jthougjh QPE 
cannot provide a detailed analysis until Ericsson provides its claim construction, QPE believes 
that this prior art discloses systems that expressly or inherendy practice tiie claim t tiat Ericsson is 
now attemptbg to assert against QPE. In addition, QPE tdentifiea die foUo'ving prior art 
supporting invalidity defenses to the unknown, but apparcntiy broad, claici construction 
Ericsson may espouse: U.S. Patent Nos. 4,097,804, 4383332, 4.852,090, and 4;4' W,830. 
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This additional prior art discloses, either expressly or inherently, multipath signal 
reception and equalization in cellular systems. Once Ericsson commits to a claim interpretation, 
QPE will supplement its analysis and wilt then provide a more detailed exphination of how 
Ericsson's interpretation would render the asserted claim invalid in light of this prior art. In 
addition, once Ericsson commits to a claim interpretation, QPE may be able to identify additional 
prior art that invalidates the claim, at least as Ericsson construes it 

Finally, nothing in the specification or drawings s^sports Ericsson's apparent 
intcrpretaticn that the claims of the '108 patent cover spread spectrum tecfanol<}gy, much less 
code-division multiple access (XD\(A**) technology. QPE has scrutinized the SFecification and 
drawings and is unable to find any disclosure whatsoever supporting Ericsson's apparent 
interpfctadon or mentioning CDMA systems and methods* Thus, to the extent that Ericsson is 
successful in convincing the Court that the claims should be interpreted as covering CDMA 
systems, the written description of the U08 patent appears to be inadequate uncler section 112 
since there is no written description of a method for practicing CDMA or sfrrtad spectrum 
technology. Furthermore, Ericsson's undisclosed, but ^jparently broad hitetpretation would 
render the claims invalid under section 11 2 for failure to claim what the applicant regards as his 
invention. 

Under a proper claim interpretation, the QPE Accused Products do not ififringe claim 62 
of the '485 patent, as discussed in QPE's responses to Interrogatory No. L Sliould the Court 
adopt QPE's clum interpretation, QPE need not go forward with its invalidity all^sgations* 

As of the date of these responses, QPE and Qualcomm (in a parallel fint-filcd action In 
Marshall, Texas) have asked Ericsson to explain hs claim hiterpretation tc that QPE and 
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